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DETAILED ACTION 

Response to Amendment 

Applicant's request for reconsideration of the finality of the rejection of the 
last Office action is persuasive and, therefore, the finality of that action is withdrawn. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claim 18, 19, 21-29, 31, and 32 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Souissi et al. (US 7,392,039). 

Regarding claim 18, Souissi teaches a method for transmitting a useful data 
object (message) from a switching component to a mobile station (column 3, lines 39- 
42), comprising: 

the mobile station selecting, with the aid of a selection device (user input 
providing instructions to either obtain the complete message or not to obtain the 
complete message), the selection device being assigned to the mobile station (user 
input device is resident to the mobile communication device), and storing in a storage 
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unit assigned to the mobile station at least one communication network in which the 
useful data object is to be transmitted (column 4, lines 56-64; column 5, lines 32-42; 
The home network comprises an information server which further comprises a database 
that stores the message control module. The message control module knows whether 
the communication device is registered to the home network or another network based 
on the last registration, which shows that at least one communication for which the 
message is to be transmitted is stored); and 

transmitting the useful data object from the switching component to the mobile 
station (download of the complete message) when it is determined that the mobile 
station is registered in the at least one selected communication network (the 
communication device is registered in the home network), and it is determined that the 
switching component has a delivery request for the useful data object (communication 
device sends message request) (column 7, lines 58-67; column 8, lines 1-3). 

Regarding claim 19, Souissi teaches the mobile station is notified (notification 
message) by the switching component when the switching component has a useful data 
object for the mobile station (column 6, lines 15-27). 

Regarding claim 21 , Souissi teaches the at least one communication network is 
selected as a function of at least one parameter, the parameter comprises one of cost of 
transmitting the useful data object, transmission time for the useful data object, size of 
the useful data object, the sender of the useful data object, and the nature of the useful 
data object (column 5, lines 43-60). 
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Regarding claim 22, Souissi teaches the step of determining whether the mobile 
station has registered in one of the selected communication networks is performed by a 
determination device (home network) assigned to the mobile station or the switching 
component (column 5, lines 32-42). 

Regarding claim 23, Souissi teaches the determination device notifies the mobile 
station that the mobile station has registered in one of the selected communication 
networks, when it is determined either by the switching component or by the assigned 
communication device that the mobile station has registered in one of the selected 
communication networks (column 9, lines 33-57; registration acknowledgement). 

Regarding claim 24, Souissi teaches the mobile station sends the switching 
component the delivery request for the useful data object, either when it is determined 
by the mobile station that the mobile station has registered in one of the selected 
communication networks, or the mobile station is notified by the determination device 
assigned to the switching component that the mobile station has registered in one of the 
selected communication networks (column 7, lines 58-67; column 8, lines 1-3). 

Regarding claim 25, Souissi teaches the switching component transmits the 
useful data object to the mobile station when the delivery request for the useful data 
object is sent from the mobile station to the switching component or the switching 
component already has a delivery request (column 7, lines 58-67; column 8, lines 1-3). 

Regarding claim 26, Souissi teaches the useful data object is transmitted as a 
multimedia message in the context of the multimedia messaging service between the 
switching component and the mobile station (column 3, lines 39-42). 
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Regarding claim 27, Souissi teaches the mobile station displays to a user, on 
receipt of a notification that a useful data object is available, the option of selecting from 
at least two of the following options: transmitting the useful data object from the 
switching component immediately, at a later time or after registration of the mobile 
station in the home network or in a previously selected network outside the home 
network (column 7, lines 16-24; user is capable of obtaining the complete message 
immediately or elects to obtain it later). 

Regarding claim 28, Souissi teaches the useful data object is sent from a data 
provision component to the switching component for transmission to the mobile station 
(column 4, lines 48-64). 

Regarding claim 29, Souissi teaches at least one of the following information 
items contained in the useful data object is stored in a storage unit assigned to the 
mobile station: a status of the transmission process of the useful data object, the at 
least one selected communication network, a selected parameter(s), notification and 
messages, information specific the useful data object (column 4, lines 48-55). 

Regarding claim 31 , Souissi teaches the storage, the receiving and sending of 
the useful data object, the selection of the communication network, the selection of the 
parameters and/or the display on the mobile station are executed by a software 
application on the mobile station (column 7, lines 15-24). 

Regarding claim 32, the limitations are rejected as applied to claim 18. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Souissi 
et al. (US 7,392,039) in view of Molne (US 6,014,561). 

Souissi teaches that the home network stores information regarding networks for 
which the communication device may receive messages on, but does not explicitly 
teach that this information is stored on a SIM card or a UICC card with a USIM 
application. Molne discloses a method and apparatus for over the air activation of a 
multiple mode/band radio telephone (abstract). Molne teaches that the SIM card stores 
information for operation of a handset on two different networks (column 8, lines 14-32). 
Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the invention of Souissi to allow network information for 
which the device may communicate with on the SIM, as taught by Molne, in order to 
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alternatively store network information on the SIM card thus providing the capability to 
provision the device over the air. Furthermore a skilled artisan would recognize that 
storage of the information on the network and SIM is interchangeable. 

Response to Arguments 

6. Applicant's arguments with respect to claims 1 8, 1 9, and 21-32 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NAM HUYNH whose telephone number is (571)272- 
5970. The examiner can normally be reached on 8 a.m.-5 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Eng can be reached on 571-272-7495. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/George Eng/ /Nam Huynh/ 

Supervisory Patent Examiner, Art Unit 2617 Examiner, Art Unit 2617 



